FHWA Chief Counsel’s Letter Clarifying
the Government’s Retained License to
Inventions and Copyrights

August 4, 1994



U.S. Department 400 Seventh St SW.

of Transportation Washington, DC 20590
Federal Highway
Administration Aug 4, 1994

In Reply

Refer to: XC 32
M. Howard ol dstein
NYNEX Assur ance Services
565 Taxter Road, 4'" Fl oor
El nsf ord, New York 10523

Re: Northstar Field Operational Test Project
Dear M. ol dstein:

This letter is to clarify the Federal |aw and, Federal H ghway

Admi nistration (FHW) policy regarding the Governnment’s retained
license to inventions and copyrights devel oped under an Intelligent
Vehi cl e- H ghway System (I VHS) Partnership Agreement. This
clarification was requested by M. John Cosgroff during his

t el ephone conversation with Ms. Julie Dingle on July 14.

The Governnment’s policy governing rights to inventions created in

t he course of a Federal funding agreenent: (including an |VHS
Partnership Agreenent) in set forth in Chapter 18 of title 35,
United States Code. All Federal -funding agreenents mnust include the
requi rements established in paragraph 202(c)(4) and 8203 of Chapter
18. Accordingly, the IVHS Partnership Agreenent nust include a
provision for retention by FHWA of a license to practice any

subj ect invention arising under the Agreenent. Specifically,

par agr aph 202(c) (4) provides:

Wth respect to any subject invention in which a

contractor elects rights, the Federal agency shall have

a nonexcl usive, nontransferable, irrevocable, paid-up |license
to practice or have practiced for or on behal f

of the United States any subject invention throughout

t he worl d.

The standard patent rights clause which inplenments this statute,
and which is incorporated by reference in | VHS Partnership
Agreenents, requires the recipient (in this case, the State DOI) to
include this provision in all contracts, subcontracts and subgrants
for experinental, devel opnental or research work

FHWA construes the scope of its license to include the follow ng:

(1) Research and devel opnent and support services
performed under a Federal procurenent contract.



2) Use of the subject invention on a federally-
owned road.

FHWA does not construe the scope of its |icense to include
sublicensing the technology to a State or Local governnent,
bridge, tunnel or turnpike authority, or private entity for uses
unrel ated to the two described above.

FHWA' s objective in I VHS operational test projects is to provide
seed noney to operationally test a technol ogy under real -world
conditions. Consistent with the Federal patent policy, private
sector participants in operational tests retain title to the
subj ect inventions as an incentive to devel op technol ogi cal

| nnovations. FHWA retains the minimumlicense necessary to neet
FHWA' s needs, |eaving contractors with the rights necessary to
encourage private sector investnent in the devel opnent of
commer ci al applications.

Wth respect to copyrights, 49 CFR 8 18.34 provides that the
Federal awardi ng agency reserves a royalty-free, nonexcl usive,
and irrevocable license to reproduce, publish or otherw se use,
and to authorize others to use, for Federal Governnent purposes:

(a) The copyright in any work devel oped under a grant,
subgrant, or contract under a grant or subgrant; and

(b) any rights of copyright to which a grantee, subgrantee or
a contractor purchases ownership with grant support.

Again, this is a Federal Governnent purpose |license. This
I icense does not extend to comrercial purposes.

| trust that this information will resolve the questions raised in
regard to this operational test project.

Si ncerely yours,

Theodore A. M Connel
Chi ef Counsel

cc: M. Edward Roberts
New Yor k St ate DOT



